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AUG 0 ^ 2004 Serial No. 09/776.656 

Attoinejr Docket 75252^8 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re the Application of; ) 

) 

Richard Leyden et al. ) Group Art Unit: 1752 

) 

Serial No.: 09/776,656 ) Examiner: Cynthia Hamilton 

) 

Filed: February 5, 2001 ) 

) 

For: LIQUID RADIATION-CURABLE > 
COMPOSITION, ESPECIALLY FOR > 
STEREOLITHOGRAPHY ) 




PETITION TO RESET THE PERIOD FOR REPLY 
TO THE FINAL OFFICE ACTION 

Attn: Office of Petitions 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

According to MPEP §710.06, Applicants submit this Petition to reset the period for reply 
to the Final Office Action date mailed April 8. 2004. for which a shortened statutory period was 
set to expire on July 8. 2004. As explained below, this Petition is being submitted within 2 
weeks of the date of receipt of the Final Office Action at the coircspondence address and the 
entire portion of the set reply period had elapsed as of the date of receipt. 

The April 8, 2004 Final Office Action was never received by mail at the coircspondence 
address of record. Applicants' attorneys were unaware of the existence of the Final Office 

FACSIMILE TRANSMISSION CERTIFICATE 

I hereby certfy Aat Has paper (along with any referred to as being attached) is being facsimile transmitted on the 
date shown below to the Office of Petitions, Comrmssioner for Patents. P.O. Box 1450, Alexandria, VA 223 13- 
1450. 

Tiffany A. Levato 



Name of Person Mailing Paper 



Augast 3. 2004 CSa-fi^'Wv 

Date of Deposit SicMmre of Pc 




crson Maihng Paper 
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Serial No. 09/776,656 
Attorney Docket: 75252-008 

Action until July 21, 2004, when the undersigned attorney reviewed the private records of the 
above-identified patent application on the Patent Office's PAIR System and printed out a copy of 
the Final Office Action. Attached aa Exhibit A is a copy of the Proskauer Rose docket report for 
the above-identified patent application, which was printed out on the morning of July 21, 2004 
prior to reviewing the records on PAIR. Exhibit A shows that there is no entry for receipt of the 
Final Office Action and that the record was last modified on January 27, 2004. After 
downloading and printing the Final Office Action from PAIR, Applicants' attorney directed that 
the docket report be updated to reflect her receipt of the Final Office Action on July 21. 2004. 
Attached as Exhibit B is a copy of the updated docket report. Exhibit B establishes that July 2 1 , 
2004 is the date of receipt of the Final Office Action at the coirespondence address of record. As 
further support for July 21, 2004 as the date of receipt. Applicants attach Exhibit C, which is a 
copy of the Final Office Action having the date it was docketed and received stamped thereon. 
Therefore. Applicants respectfully submit that the Office grant this Petition to reset the 3-month 
shortened statutory period for reply to the Final Office Action to run from July 21, 2004 up to 
and including October 21, 2004. 

The Commissioner is authorized to deduct the petition fee of $130 firom Deposit Account 
No. 16-2500. The Commissioner is also authorized to charge any fee due, or credit any 
overcharge, to Deposit Account No. 16-2500 to maintain the pendency of the present application. 

Respectfully submitted, 

Proskauer Rose LLP 

Date: Auj^ust 3, 2004 By ^"j^ ^J ^ /^^dM^ 

TifiSny A/Cevato 



Proskauer Rose LLP 

Patent Department 

1585 Broadway 

New York, NY 10036-8299 

Tel. (212) 969-3686 (direct) 

Fax (212) 969-2900 



Attorney for Applicants 
Registration No. 50,160 
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Exhibit A 



Docket Report last modified on 
January 27, 2004 
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COUNTRY 

NEW/CON 

RELATED 

TYPE 

CUENT 

AGENT 



7S252-0O8US 



US 



UNITED STATES 



PRINTED ON 



FCA 



SERIAL* [oa/776.686 " 
PATENT* • • J 



k'5,^i5,*^°'^^'^'^-<^URAflLe COMPOSITE 
ESPECIALLY FOR STgREOLITHEGRAPHY 



STATUS [p endin g"__ j 

|WUT_J g^ig wTg lNC jsTi^OLlf HOQ-^AP^ jl | cref l221^S 

lusdi I |Kllbum& strode ■■=■■■ . ; ■ 

I .— 1 AR6F IP95033US-2 



'0 O ACTION 



BASE 



DUE IN 



DUE 




^'"■NS FINAL EXT RESPONSE CALL UP 1 2 p 

r JLj'JI^ni.ll :""!! ■ 1 If — 1 f ■ I r~ ■ — \r—-vi rr-i-i 

[RE CORDED ASSIGNMENT RFfi FlVFrS TSi^^/iT^ L.-:-l- 'L^-.^ - ■ .— I L J 1 1[ Ml I I I 



n |y] (no FOREIGN FILING_ _ __ZinM^L~lZj[~ 



I 



■.inLzzuczDmD 



ga^ENDP^Tojj^ — i:^[Li^oif[^n-^oti; • i irio/24^6oiiriiLj^i[—: 

"IJ I 2?5^l | f ~Ti|Ml f i/si^ aj I 



|P6 | |NJ |siND P-eT0jNTL__ 

|fu] 0 ^nvdeadune^fT— 7J L~2^o 1] r T2](mJ r^ob2- 

[NOTjCEREGAgpiNGP^ " ' 



L . F' :!?/5i26bli [Oj [_B/31/200l]| QImH yIyIV] 



\ML] [y] [iNCOMINGMAI^ 



ID L 5/9/2002] I "" " t ] f 



IN OTICE OF RECORDATtON OF ASSI GNMENT RgC'O 5/t3/02 



JL 



..inr 



^r-nnnr-n 
J 



[dd] 0 (due DIL IGENCE DATE ] [ _6^4/iclb2| LJI "] [ 



□ 



^B ^NDME N TDUE _JC4/11^0^[- ajM] □vii/Iqqz; j , if 7>1 1/2002] [g ^-6/2^20^]^ [7^ 

I Filed RCE and ext ension of time 05/05/03 "~" . — '.L:--.'J=:r-..-.^ u ..m I M ' I M 



J 



[Rute 131 Deci. ■ Am & R gMomgo/QaPn^;^ ^.»k;^ — * • ------J' ^' .■■ ■lL^=^^l7illJLJ 



g^^PONSETOC^^ 5?1 jr -6^9/2004] [-0 I r^^^^ 

Z^^^r'^''''' ''^^'^"'''''' Amendments lo the Specificab^TA^S-ended Cabl. m Jst be submled ite^S^/27lS?^t^^ 



|sc] [n] [stat u s check 



"71 rjyi*/2004[ i ■ _6|m_ j I ■ 7/15^004 . oj " . ; 7715/20041 ; 0 J [J ' 



INVENTORS 



[JOHNSON DAVID Letal 



[LE YDEN RICHAREj ^ 



(P ATEL RAN JAMA^C_ 



ASSIGNEES 
[VANTICOiN " 

{v^tico AmJsTNa ' 

jCREDIT SUISSE FIRST BOSTON" 



TERMS 

[pTi 57 0/0894 - Rec. O g/OTgOOl^ 



I , 

' iQ135l6/09Q6 - rec. 12/02/2002 



[01352^0764 - R^c, T2/03/2002 



PHfOR APPLICATIONS 
REFERENCE* CNTRY SERIALS 

I.. 



US 



60/iai,052 



FILED 

•2/8/2000 



TITLE i'DESCRJPTION 



TYPE 

Iappl 
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USEROEFIhABLE FIELDS 



3BST 
&BDT 
PUBL# 



[ 



SMALL ENTITY I 

Claims I 

PUBLICATlON# f 



PATENT FieLDS 



■ 1 



ART UNIT 



J 



EXAMINER 
CONFIRM* 



Fofmerty 261^16 

NOTICE OF ACCEPTANCE OF POA TO PROSKAUER ROSE RECEIVED 09/08/03 
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Exhibit B 

Docket Report last modified on 
July 21, 2004 
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[us 



:zi 



UNITED STATES 



|FCA 

in/a " 

I 

'UTL 



I SERIAU 

PATENTS 



09^76,656 



STATUS IPUBLISHED^ 



Liquid, radiauon-curablo composition, eapecigliy foT 
slereolithography « / iwi 



IcOUNTRY 
NEW/CON 

IRELATED 

[ 

TYPE 
jCLlENT 
jAGENT 

i ro O ACTION • 

' I "I'YjIno FOREIGN RUNG ' 



TrTLE 



PR INTED O N: f 7/26/200^ 
PRIOR 



jUS09 "IfKrlbtim&Strods "" ' ■ _=.- 

.--tA'- \ p95033US-2 



MAIL 

FILE 

PUBL 

ISSUE 

1ST 

EXP 



" 2/if2Q0Q I 
2/5 /200l[ 

[^"2/5/2001"' l! 

[^['2/5/2621 ! 



^DUE EXTNS RNAL EXT RESPONSE CALL UP "1 2 P 



_ jrriPQiij 

L*^TMMlk™n D:.vA;^r^.^ -11 — — tj — u — — "" — i-Jl—l. t .1 



1^"'' ll^!j[5.^ND TO CLI ENT " 



|FU I |n j ICONV DEADUNE PA FF 



; jMK!|YliiNC0MiNGMAiL(ArTY) ' _ '']rj^26^ri ir- "~W ! IF -Il 'ir ,r- "'" -!,., : ; 

! iNOmE REGARDING POWER OF i^TORN^^ -^- t^ .-==-=: " . .^ J- i'.J_.l J 

ilMUjlYiilNCOMINGMAlL- ''~:2L::^^r'Ij''''^ ll"^^ lP~ --n?-' -T^-il-n r-T 

iNOTicE OF rk:orqat[on OF ASSK^jMEhrT i«cp»ia^ — :.. L .1 1.,.,^^ uiL^- »....I.UJ. ! 

j !Ae|i^iiAMEND_MjNTriD. -ij[::ir^T^L--3TM:ii_7ni^^^ v;ii^o^Hojc:s^4/2oo^r ■-■"oiMnviv'iY' 

l"'ill!jj[?-^SP0NSETOOA ' 1(- ■ ' ■ 

[piteiJ R CE and extsns ion at lim q O S/Da/Qj" 
[REJIn] [RgSP ONSET OQA 
I [Rule 131 Dgcl.' - Am & Rejj/1 >^^^ reoetvedT^ "^ 

: 1^ :iN•'!R^sPONs•iYooA(1^^;- jr-6i^bo^rbTi=^5^5b4ir'' ofHMvTYi 

,|NA||Nj!NOT.CEO^^PEAL-; □F ^fY^Vi 

INVENTORS 

' ;JOHNSON DAVrDLetal 
' |LeYO£N RICHARD 
I fPATEL RANJANA C 



X^^gLJHj-^^^ fjlDf^^^^FTflO^^r "iWi m Yl' 
St cart neoeived. ' ' '- ■ " ..L;=^ " 1A=A. 



___Z] 



ASSIGNEES 

I IVANTlCO'lNC. 
[vantico A&T LJSINC^ 



""1 

. J 



fC REDIT SUI SSE FIRST BOSTON " ~J 



TERMS 

|011 670/0894' -' Rec. 08/07/2001 
[0i3516/0906~rec'"i^/02/2002 " 
[?13§25^7d4 - Rec, 12/03/2002 



PRIOR APPLICATIONS 

REFEREWCPJ* CNTRY 



SERIALI? 



FILED 



TITLE / DESCRfPTION 



TYPE 
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. ; . i|'us I |eto/isi_,o52' ' ~' \\2/mooo j ' --• — 



SBST I 

{SBDT I 

; L 

|puau : 



USER-DEFINABLE FIELDS 



|APPL I" 



PATENT FJELDS 

SMALL ENTITV 



CLAIMS 



f J ART UNIT ji752 — j 

Q EXAMINER [HAMiLTON/CYFj^lA^I 

PUBLrCATrON« |US 200 1^046642 ] CONFIRM* j^fl 



NOTES " ' ■ 1 L ...I 



Fomiariy 261/218 

NOTICE OF ACCePTANCE OF POA TO PROSKAUER ROSE RECEIVED OS/OemS 
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Exhibit C 

Copy of Final Office Action 
Received and Docketed on 
July 2U 2004 
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Unitbd States Patent and TRAPEMAitK Offigb 



JllH 



PROSKAUER rose LLP I WMlNm 



PATENT DfiPARTMENT HAimT(W.cifviiiu 

1583 BROADWAY I J Z-, ■ 

NEWYQRX. NY I0035-H99 ' I ^ 

1751 



P»«8e.aid b«tow ud/or itt^ched an Office c«muiiIcwJo» conceminc this .{.plictic. or pwc«dl^g. 



DOCKETED 
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Office Action Summaty 



AppllciUonNo. 

09/779,656 



Examinvr 

CyrWila Hamlttoft 



JOHNSON ETAl- 



Art Unit 
1752 



1)H Responsive lo coinmun»catfon(s) ru^d on J/2Q/04. 10/24/03 
^ 2a)a -nils acUon te FIMAL. ibM Thrs action 1$ ncn-finai. 

^ D2>. 3)0 srncd this appllcdt»On Is In cckidrlian for allowance axcepl formal matter, pros^hon to the mertte Is 
dosod In accordant wllh the practfca unt^Exporto Quayis, IMS CD. 11. 453 0.0.513. 
Dfsposiaon of Clalrns 

4)H Cla|m(8) 1^10.11 6nd I3.t?i Js/^r^ p^dhfl In the appllcaiion. 

4a} Of th« obovo daimfo) l7snd iH te/wB wHhdrawn from consfdemttOn. 
5XIJ CloIm(s) ^lo/aroall(wved, 

7)ia Cte^(3) ^:§j4_ert^te/aro objected lo. 

B)H aalm(fi) 1^, iO.11 1^22 aro subject to reslrlcUon and/or election requirement. 
AppJIcallon Papwrs 

5]jH ThQ sp^crTwaUon ts objected lo by the Examiner. 

10)a The drawln8($) fifed on b/are: a)^ accepted Of D)^ objected to by Iho Examiner. 

Applicant may not recumt that ony oblocffon to lha diwlngia) be h^W In «boyart«. Sae 37 CFR 1.a5(B). 
Replaoem^m flrawtng 9h0«t(9) Including iha correction Is roqulreO *f Itio drBwhig(9) to objected lo. Sfeo 37 CFR 1 12l(dL 
11XJ Thft oath ordGclaratron Is objectod to by the Enanrfrw. Note tha attached OfHce Action orfonn PTO-152. 
Priority under 36 U.S.C. $ 119 

12)D Acknowledflmam is made of a claim for foreign prlorfty undor 35 US.C. § 119{aH<l) Or (T). 
aKDAi b)n Some -cO None of; 

1 Certified copies of the priority documents have been received. 

2,n Certined copies of ihe priority documents have beer recofved fn Applteatton No. 

S-Q Copies of Ihe rartlflftd copfee of Ihe priority documents have boon received In Ihle National Stage 
appllcalton from the Intornaltenel Bureau (PCT Rule 1 7.2(a)). 
• 8oe the attached delofled Office acUon for a list of the certdlad copies not received. 



AttwAramtd) 

1) D NoUca «t RotarencBB CitQa 

O Nam Cf l>«ft»perBOfi-B P<[fti< Drawing Ravtaw <PTO^fl) 
3) □ inftnn^tlon Olsdosure Slalflmortl(9> (PTCVK49 PTCVSarae) 
Papw NO(AVMal Dale , • 



i) □ InlaMoftY SuiAiTiaiy <FrO-«l3) 

Paper Not*yM»l „ . 

9) n NodoB Df infarmel Patent Ap^Uon (PtO^^S) 



OAtce Actfon Summary 



fan of Psptr H^JMdi Oala 200*032^ 
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Appligation/Contiol Number: 09/776^56 

Art Unit 1752 ^ 

DETAILED ACnON 

1. Tho amendment filed October 29, 2004 and completea by the amendment filed Janiuny 
20, 2004 U objected to under 35 U.S.C. 132 because it introdaces new matter into tha disclostuE. 
35 U.S,C. 132 states thai no amendment shaU intiwJucc new matter into the disclosure of the 
invftition. Tlie added material which h not supported by the original disclosure is bs follows: 
Itic change of 1 ^ to 0.8 in Table 1 , Ex. 6 for (B) UVl-6974 is not supported by the original 
disclosure. Applicants have cited page 27, Unes 2-2 as support for this correction, mcsc lines 
read as follows: 

WVMo.banaOudlonln^tyttGalpfQp rt«as. €»Rr^$imd6m bMtalv^ 
wcMion that examplft 5 can«ams flnas 

The exaniiner assumes applicants rely on Ihe statement that Examples 5 and 6 are identical wim 
the exception of example 5 containing free radical mitiator. However, also found on page 27, in 
the last paragraph is the following: 

Bcwnpte 6 II iMntfcal to exampio 6 with tim excopilon that exempli e does not Coatain the 
hytlrvRxy-aoylatfts rtqutmd ta afv9 tho imtquo »teroottthoorapWc reain. Hw raauK Is thM the 

Again, the statement is made that one example is identical to another with eixoeptions of 

oomponenta. TTiis time it was Examples 6 and S. Since the amount for (B) in Examples 8 which 

is 1.2. and 6 which was originally 0.8, now do not match. Where is the error? Further, in 

changing the data the totals do not match the changes. What is meant by "identical" here is 

unclear. Applicants have not given sufficient evidence to show such an error is clear fiom the 

lecoid to be corrected. The support they give ia confusing if considering similar "identical'' 

statements on the same page in the original specification. 
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AppUcaUon/Control Number 09/776,656 p^3 
Art Unil: 1752 

2, The request to conrccl the mvciHorship in this nonpmvisional application urwler 37 

CfR L48{c) requesting addition of an inventqr(5) is deficient because: 

It lacks th* written consent of any assignee of one of the originMly named inventots. 

i4>plicant5 have established the right of assignee to lake acUon but have not cent written 
comentofsaid assignee. 

Applicant is required to cancel the new niatter in the reply to this Office Action. 



3, The Declamtions of Richard Leyden and Frank T^an fled on October 24, 2003 under 37 
CFR 1 . 1 3 1 has been considered but is ineffective to overcome the reference. The evidence 
submitted is insufficient to e^lieh a conception of Ihe invention prior to the effectiye date of 
the Melisarisetal (WO 99/5071 l)Tefeix»JCO. Hie publication date of the Mdisarisetid 
documcm is October 7, 1999. While conception is the mental part of the inventive act, it must be 
capable of proof, such as by demonstrative evidence or by a complete disclosure to another. 
Concqjtion is more than a vague idea ofhow to solve a problem. Tho requisite means 
themselves and dieir interacUon must also be comprehended. See Merg^nthaler v Scudder, 
1897 CD, 724, SI O.G. 1417 (D.C. Cir 1897). The evidence of conception is fiom the Ttan 
Declaradon , that on September 8 or 9 of 1999, Mr. Leyden, with Mr. David Johnson present, 
assigned Mr T^ "ihe task of developing a liquid, ladialion-curablc composition with the same 
raw material a^ our commerciaJ product SL 5170 but to leave out the free radical photo initiator, 
and to make sure this new composiUon would acb'eve equivalent or better mechanical property 
vahies compared to SL 5170." Mr. Tran then avcra that he formulated a series of six 
compositions called SI 79-39A through S179-39F. He submits the title of his lab notebook, i.e. 
S179, to show date he meted on die experiments. The dale on this page is September 10, 1999 
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AppIicatioij/ContiDl Number: 0P/776,«56 w 
Alt Unit: 1752 ^"S'^ 

and whal is on it « -SL5170 Study with SR 394 (Instead N37W)- 1hc«aminer notes that this 
P^BC appear to contradict Mr. IVan-s and Mr. Leyden's avcment that the ide» for removing the 
MW. i.e. the fiee radical initiator, fiom the commoreial product 5170, was part of Mr. Tnm's 
wotkasof Septamber 10. 1999. No «.pporting evidence oftaking out the H 84 is fcund in Ih, 
lab bDokp8gesuniilS179 39Dwhichisdatea October 14, 1999. It is October 16. 1999 pages 
that show S179-39 E and S179-39F compositions being addressed for the fint time. In the 
Leydea Declaration, Mr. Layde, avers fli^t 'at some point in early September 1 999, 1 instructed 
Fnink Tran ... to pctftira a aeries of expoimoits to support the abov«^^noted modification of 
5170. I undetstahd that Prank TVni began nmning the experiments on September 10. 1999 uid 
continued thioughDecember 27, 1999." The iOjovc noted is the lemoval of 1-184 fiom 
Vantioo's ooimnercial product 5170 with the hope to prove that a formulation without 1-184 
would cure as weU as. orpofaaps better than. 5170, which contained both 1-184 and UVI 6974. 
■ni«o declarations are found ineffective to remove the Melisaris referoKc because of die 
appeanmce of contradiction of Mr. Iran's and Mr. LeydCn's statements as to why ihcTran 
Bxperimedts were started. TTie Notebook page dated 9- 10-99 appeara to address exchanging SR 
394forN3700as thereasonforstartingthecomparisonsnponwhichMr.Tnia's tableof 
comparisons was started. Thus, this appeals to cwt doubt on when the idea fcr removing the I- 
184 from the 5170 occuntd. TUus. (he Declarations submitted m found ineffective to mmove 
the Meiisaris refermce. Ttus. the lint paper evidence of removal of the photoinidator M84 
October 14. 1999 and that is after the requiied date of conception of October 7. 1999. 1^ 
I^en and Frank Declarations also fail to have the allegation that "Ihc acts relied upon to 
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establish the date prior to the rrfetenee or acUvily were canied out in this counHy or m a 
NAFTA country or WTO member country. See 35 U.S.C. 104. 

1. Clainjsl-S, IO-n,13.15-16aiid20-21arereJ<!ctedunder35US.C.103(a)asbeiiig 
unpatentable over unpatentable over Mellsaris « al (WO 99/5071 1) ia view TSao et al 
(4.156,035). MeUsaris ct al disclose the instant invention with the excq>tion of (1 ) using free 
radical initiators when using acryldte compounds and (2) not requiring that an instaot component 
cjbeptescnt. In Melisarisetal, see particularly wherein any free radical photoinitiator is usable, 
wherein hydroxyl-cotttaining Irimcthaciylates are disclosed as acrylates unable, and wherein 
compounds like those in instant claim 12 are found, and component c) is the compound having at 
least one unsamiated group and at lea^t one hydroxy group in its molecolc. If component c) is a 
(meth) acrylatc compound. Mellsaris et al disclose always n firee radical initiator with the use of 
a(melh)acrylate. Never is the (nicth)aciylatc compound used by Melisaiis el al without one. In 
Mellsaris ct al, see particularly page 4, Unes 10- page 8. lines 14, page 12, lines 23 to page 13, 
page 15. Unes 8-9, page 17 fiist two paragraphs and last paragraph, page 18-19, page 24, fourth 
paragraph, to p^ 23 and page 29-30. Also in Mclisaris et al . ace page 28 with respect to instant 
claim 16. Any of applicants examples given in their epccification make use of known fiec 
radical initiators as set forth by Tsao et al (4,156,035). Tsao et al (4,156.035) l«ach aromatic 
onium salts, especially sulfonium salts, act (0 polymerize both cpoxies and acrylates when mixed 
as in Table I, formulation 5, ami state in col. 4. lines 37-68. without the addition of ihecaibonyl 
type photoinitiatow described. There is no mention of using an added sensitizer by Tsao ctal for 
their sulfonium salts to be initiators of acrytetcs, Le. lh)e radical initiators. TTie substitution of 
one compoimd known to perform the same fimction for another Bivcn in the prior art is held 
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prima fade obvious as 15 the addition of the product to the other to perform th« same fimctioa 
Applicants have presented comparative teat results on page 26 of the specification. However, 
never do they compare a composition with the same amount of cationic sulfonium mitiator 
whcrtin DO &^ radical Initiator is present with a mixture of these two when aciylatefi m 
prtsent TTius, there is no clear showittg that the sole exclusion of the free radical initiator 
caused any unofavious results. As to the presence of component c), Mclisaris ct al teach th«r 
choice as part of the acrylate component of their eompositions. With reject to instant claims 
10-11, component d) is disclosed by Melisaris ct al as a choice for the PEPO componoit on page 
25, third paragraph, lines 7-12. With respect to instant claims 1-5, lO-j l, 13, 15-16 and 20^21, 
the compositions of Moliaaris et al wherein the cationic initiator is chosen to be one both free 
radical and cationically functional such as some of the salfonium and iodonitmi compounds 
listed by applicants would have been prima fade obvious as would have been ttie increase in the 
amount of onium salt to cover the added function required as done by applicants m their 
specification in order to reduce the number of materials to be handled and as the substitution of 
one known free radical initiator for another The examiner notes that this i^ection is made 
because of the confiision as to what is meant by applicant's "the composition contains no fiee 
radical initiator". The cxamhier again notes thai applicants comparison on page 26 is 
insufficient to overcome this rejection. First, Example 1 and 2 do not use the same amount of 
cationic initiator Examples 4 and 7 do show compositions with only differences in the flee 
radical initiator present or not but applicants Only stale that the properties are similar and that 
curing docs occur apparently in both systems ( he use of UVI-6y74 without Mfi4 X but tbo 
properties arc not the same and some cure would be expected of the aciyiatc system by the an 
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wcogmzcd ability of sulfonimn initiators lo act as fne radical initiators. F^cr the showing is 
for 0.8 % cationic initiator thus is not commensurate in scope wiih the composition claimed and 
the cured material with the free radical initiator present was of higher tensile strength, higher 
elongation break and other variances in properties front) the non 1-184 cured maierial In the case 
whctt) the claimed ranges "overlap or Ue inside ranges disclosed by the prior art" :i prima facie 
case of obviousncfis exists. In n Werthcim, 541 F,2d 257. 1 9 1 USPQ 90 (CCPA 1 976); In re 
Woodnifi; 919 F.2d 1 575, 16 USPQ2d 1934 (Fed, Cir. 1990) (TTie prior art taught carbon 
monoxide concentFHtions of *'about 1-5%** while the claim was limited to "more than 5%." The 
court held that "about I -5%» allowed for concentrations slightly above 5% dius the ranges 
overlapped.); In re Geialcr, 116 F.3d 1465, 1469-71, 43 USPQ2d 1362, 1365-66 (Fed. Cir, 
1997) (aaim reciting thickness of a protective layer as falling within a ran^C of "50 to 100 
Anfistioms*'^ considered prima facie obvious in view of prior art referoice teaching that 
SUiUble protection, the thickness of the protective layer should be not less than about 10 nm [i.e., 
100 Angstroms].- The court stated that "by stating thai suitable prt>tcction* is provided if the 
protective layer is about' 100 Angstroms thick, [the prior art reference] directly teaches the use 
of a thickneas within [applicant's] claimed range.'*). Similarly, a prima fecie case of obviousness 
exists where the claimed ranges and prior art ranges do not overlap but are close enough that one 
skilled m the ait would have expected them to have the same properties. Titanium Metals C6rp. 
of America V. Banner, 778 F.2d 775, 227 USPQ 773 (Fed, Cir^ 1985). 

4. Apphcanfs ai^guments £lcd October 24, 2003 have been fully considered but they aie not 
persuasive Applicants have argued that Mehsaris ei al (WO 99/5071 1) should be removed as a 
reference because it i^ made unavailable as prior an when considering the Lcyden and Tran 
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Declarations submitted qndcr 37 CFR 1J31. The examiner has already addre&scd the 
inadequacies of these Declarations. The examiner notes that if applicants can clear up the 
question of conflict of the first oolebook page addressing changing monomers in the compoailion 
instead of photoinitiatofS Which vppem to conflict statement^ of Trai and Leyden with reaped 
to what Mr. Ttan was working on prior to October 7, 1 999 then the rest of (he DecJarationa 
appear to support applicant's arguments with respect to conception prior to October 7, 1999. 
Applicants need to make clear whctc all disclosure and work took place. However, at this point 
the eranOiier sees an appearance of conflicting evidence of record as to what was concaved 
prior to October 7, 1999- The rejection stands with the addition of new claim 21 as required, 
2. Qaims 17-18 are withdrawn from further considcraton pursuant to 37 
being drawn to a nonclected Invention, there being no allowable generic or linking claim. 
AppUcMit timely traversed the restriction (ejection) requirement m Paper No. 6. 
5. Applicant's amendment necessitated the new giound(s) of rtgcction presented in this 
Office action- Accordingly, TfflS ACTION IS MAD£ FINAL. See MPEP § 706,07Ca). 
Applicant is reminded of (he extension Of time policy as set forth in 37 CFJEt M36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fiom the mailing data of this action. In the event a first reply is fi Jed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not maQed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 136(a) will be calculated fiom the mailing date of the advisory action, hino event. 
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howow, wiu the statutoiy period for reply expire later than SIX MONTHS ftom the date of this 
final acttoiL 

6. This application contains claims VA^ drawn to an invcaition nonclcctcd with tiavcnw in 
Paper No. 6. A complete reply to the final rejection musl include cancellation of nonclcctcd 
claims or other appropriate action (37 CFR M44) Sec MPEJ* § 821.01. 

7. Tlie following is a quotation of 35 U.S.C. 103(a) which fonna the basis for all 
obiiousness rt^ections set forth in this Office action: 

(«) A patent moy not be oblsmed thcugh Oie invention is wot idetiticHlIy tflsclostrf or described m set forih in 
iecUoo lOZ of thu t^ll^ if flic diffciaicci batucen f he Eutyjcct madcr ^ghl to be patented nid (he prinr art trr 
CiKh ttut the Aubi«ct mtncr u t whole would have been abvi'ow vt the thnc tho Jnventioa w m§dA to ■ poHm 
having oKfiniry in ihe vl to whicli said subject rrtlttcr pertaina. PilaniftbiKty shin not be n«ft>lived bv iho 
imnncr in which the invoitivn wns mBde. 

8. ITic fi>llowmg is a quotation of the appropriate paragraphs of 35 U.S.Q 102 that fbnn the 
baais for the rejections under this section made in this Office action: 

A penoo tfhati be entitled loit ptccnl nolcss- 

(a) the Wntion was known <ir uwd by olheni inthh wvntiy. or pate nltd or d<ijcribed in a prihicrf publioiion in this 
or B ftreign eoumry, before ihc invention thereof by ihc applicwil for a pttenL 

^]^!!^''°" ^"^^"^ described in a printtd publication in ihlit or a fom^ country «■ b public use or on 
ale m this country. nut« th*n «ie year ^^r w ihe dote of Application for pittcnc in *c United Stiles. 

9. Any iuquiry concermng this communication or earlier communications &om the 
flxamincriOMJuldbcdircctedto Cynthia Hai^iihon Whose telephone numbCT 571-272-33L The 
examiner t^an normally be reached on Monday-Friday 9:30 ajn to 5:00 pm. 

If attempts to reach the examine by telephone arc unsuccessful, the examiner's 
supervisor, Mark Huff can he reached on 571-272-1385. The fix phone number for the 
oiiBanization whci* this application orproceediiig is Bjssigned is 703-872-9306, 
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ipplicition iniiy be otimined fitun the Fattnt Appl^^itvm Inlbnnalion 

u^jmBUcfl tbout the PAIR rvjtnm, acc httpt/i^ir-^WufptCKgOv. Should y^q have quea rioiu on l^s, CD (ho 
wivrtB PAIR iystem, contact (he Electeonie Burinns Ceo|« (BBC) at 866^ 1 7-?1 97 (toll-free). 



April 5, 2004' CVWhlAHAWLTOS 
PHIMARYEXAWIMER 



Cynthia Hamilton 
Primary BxaxniACr 
Art Unit 1752 
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